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Office Action Summary 




,, ,,,, .on,n.un,c.tion sppJ on the oo.er sHeet .JtH tHe correspondence .depress - 

Period for Reply pypirf •? MONTH(S) FROM 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MU 

THE MAILING DATE OF THIS COMMUNICATION ^ ^^^^ ^^^^ 3„ ,3, months ,ro. the 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 la). 

mailing date of this communication. „ „„k, ^rthin the statutory minimum of thirty (30) days »/ill be considered timely. 

. I, ,he period for repV specifbd above is tess than thirty "-'VS^; "P^;^^; *^ S,X ,6, MONTHS from the mailing date of this communication. 

. If NO eriod for repV is speeded above, the "^^^^^^^^ to become ABANDONED ,35 U.SX. I 133). 

• rreptriv^ryre r ;r ttrr :::rar t^eliling date of this communicat.n. even . t.e. filed, may reduce any 

earned patent tem, adjustment. See 37 CFR 1.704(b). 



Responsive to communication(s) filed on Jan 16, 2003 

2^)U This actionis FINAL. 2b)» This action is non-final. 

3,D Since this application is in condition for — e^^^^^^^^^^^^ 

closed in accordance with the practice under Ex parte Quayle. 1 935 c. u. u , '^o 

Disposition of Claims .^^^^^ p^^^.^^ application. 

4)K Claim(s) 52-67 



4a) Of the above, claim (s) 
5)D Claim (s) 



6)K Claim(s) 52-67 

?)□ Claim(s) 

8)D Claims 



is/are v^/ithdrawn from consideratio 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement 



Application Papers 

giD The specification is objected to by the Examiner. 

1 1 )□ The proposed drawing correction filed on _ • °^ 

If approved, corrected drawings are required In reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. 5§ 119 and 120 or i, c r 5 1 1 9(a)-(d) or (f) 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a) (d) or (f). 

a)n All bjD Some* c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. • 

3. □ copies of the certified copies of the P^i-Hy docu-^^^^^^^^ ^^'^ ^'"'^ 
application from the International Bureau (PCT Rule i /.ziai). 

*See the attached detailed Office action for a list of the certified copies not received. 

1 4) K Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
alD The translation of the foreign language provisional application has been received^ 

1 5) M Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 121. 

Attachment(s) ^ ^^^^^^.^^ ^^^^^^ ^p^^ ^,3, ^^^^^ no(s1. _ 

1) SI Notice of References Cited (PTO-892) 

- o (orn Qdai 5) □ Notice of Informal Patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) LJ 

3) ^ Information Disclosure Statement(s) (PT0.1449) Paper Nois). A ^' □ ^^^^^^ 
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I. 



Status of the Claims 

, Claim 1 has been cancelled by amendment in Paper No. 9, 
Claims 52-67 are pendmg. Claim i na 



filed January 16, 2003. ' ^ ^^^.^^ 52-67. 

. • fth^Haims was drawn to Group I, claim Id 
9 The restriction of the claims wd 



The cancellation ofclaiml, Group 



I has made the restriction moot. 



53 and 60 stand rejected under 



35 use 112, second paragraph. 



3 Claims 3j - - - a« tkp 102(e') over 

a.„.«.9,.MMe-..a....ec.e..an.*..™a.3SUSC. 

US 5,962,255 (Griffiths etal.). ,,SC 102(e) over US 

aai»52.«,«..a7s»..iec.e.asa„«pa.e.-e.35USCm, 

,sS.732(Ha«>eyetal.o,reco,.). ^^3, >02(e)overUS 5.S51,SOS 

Claims 52-67 smd reiected as an.ic.pa.ed under 35 

(EUedge et al. of record). 



4. 



5. 



Drawings 



7 The drawings as 



S.The 



following is a quotation of the 



fi.don3ulyl9,2001,havebeenapprovedbythedraftsman. 

ClaimRejections.35USC§112 

second paragraph of 35 U.S.C. 112: 
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Art Unit: 1636 

asthemvention. Where a trademark or trade name is 

.0. aai,n53containsthet»dema*»^e"-^C'^-« ..ec,a>,» 
„..„ae.a.aaa — t.de„t.orde..ea.a...— 

. S T I S C 112, second paragraph. i>ee p 

doesr,otcomplyw.**"=1— ' ' ,i„ce the trademark or 

. ,,sUSPQ1020(Bd.App.l982).Thedaimscope,suncertamsmc 

' sedproper.to.e.rti.a„ypa«>c.armate.aUrprod.c.. Atrademark 

"^^"^"^ :rd:;aLeo.oo.,...ot.e.ood.— .... 

J.,,,,ordescn...esoods»soe.tedwUM.e.rad»,arkor 

^demarkortradenamedoesnofdenuy y»,ify,de.ribe polymerase 

„.de„ame..t.eprese.rtcase>etrademark.tradename..edt.e . 

..■,reaetio.,and.— >eide,rt...t«^^^ 
..ufficientanteeedentbasisforO...— i"*«>- 



.. „fmlSC 102 that form the 
, ,,efo.lowln.-,uotatio„of.eappropnatepara.aph.on5U.S.C. 

..,s.rther,ee.lo„s-er.h,ssec.fonnrademdr,sO«ceact,on. 

Aperson Shall be entitled toapatent unless- 
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(e) the invention was described in- w annther filed in the United States before 

1 an application for patent. P« J^^^^^^ filed under the treaty 

the invention by the applicant for patent, except Aat "n^^^^ of a national application published 

^^^^ 

cTatos 52-59, 61, 62, 66 and 67 are rejected under 35 U.S.C. 102(e) as being anticipated 



13. 



by US 5,962,255 (Griffiths et al.). 

US 5,962,255 (Griffiths et al.) teach a method for cloning an amplified linear nucleic acid 
by amplifying a nucleic acid template wim a first primer comprising a first recombination site 
and a second primer comprising a second recombination site (te sites), where the first and 
second recombination sites do not recombine. Recombiuing tite amplified nucleic acid aud a 
vector in the presence of a recombination protein, producing a recombined vector (product 
vector). The vector comprises third and fourth recombination sites which will recombine with 
tire firs, and second recombination sites, as recited in instant claim 52 (see Griffiths at example 
6). The amplification is accomplished by polymerase chain reaction (claim 53). The recombined 
(product) vector is expressed in a host cell (claims 54-55). The vector comprises a promoter, a 
restiiction site, an origin of replication, a cloning site and a gene (claims 56-59). Tlte nucleic 
acid is linear (claim 61). The recombination sites may be to or aU sites (claims 66-67) (see 
Griffiths et al. at column 19). 



• 
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14. Claims 52-63. 66 and 67 are rejected under 35 U.S.C. 102(e) as being anticipated by US 

5,888,732 (Hartley et al.). 

US 5,888,732 (Hartley et al.) teach a method for cloning an amphfied linear nucleic acid 
by amplifying a nucleic acid template with a first primer comprising a first recombination site 
and a second pnmer comprising a second recombination site (te sites), where the first and 
second recombination sites do not recombine. Recombining the amplified nucleic acid and a 
vector in the presence of a recombination protein, producing a recombined vector in .itro 
(product vector). The vector comprises third and fourth recombination sites which will 
recombine with the first and second recombination sites, as recited in instant claims 52, 60, 62 
and 63 (see Hartley et al. at columns 16, 17 and 19). The ampUfication is accomplished by 
polymerase chain reaction (claim 53). The recombined (product) vector is expressed in a host 
cell ( (see Hartley et al. at example 1). The vector comprises a promoter, a restriction site, an 
origin of replication, a cloning site and a gene (claims 56-59) (see Hartley et al. at columns 5-7 
and 10-11). The nucleic acid is linear (claim 61). The recombination sites may be te, loxP511 
or att sites (claims 66-67)(see Hartley et al. at columns 5-7 and 10-11). 

15. Claims 52-67 are rejected under 35 U.S.C. 102(e) as being anticipated by US 5,851,808 
(EUedge et al.). 

US 5,851,808 (EUedge et al.) teach a method for cloning an ampUfied linear nucleic acid 
by amplifying a nucleic acid template with a first primer comprising a first recombination site 



m 
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3.aasecoadpri«e,e„n,pri.„,aseco„dreco— „sUe,,o...es). where*, fi^^ 
second — aUon sites do no. — e, Reco.binlng ,he amplified nuCeic acid and a 
vector in the presence of a recombination protein, producing a recombined vector v«™ 
(product vector). Tlre vector comprisesthird and fourti, recombination sites which wiU 

,«o.bine with the first and second reconrbinaHon sites, as recited in instant Caints «. 60, 62 
and 63 (see Eliedge et al. at examples 4, 5, and 7). The amphfication is accomplished by 
pol^erase chain reaction (claim 53). The rccombined (product) vector is expressed in a host 
cell (see Eliedge e. al. at example 7). The vector comprises a promoter, a restriction site, an 
origin of replication, a cloning site and a gene (claims 56-59) (see Elledge e. al. at examples 4. 5. 
and 7). -nte nucleic acid is linear (claim 61). The recombination sites may be lo. lo.P5,l. Fr, 
or a« sites (claims 62-67)(see Elledge et al. a. example 7 and columns 15-16). 



Conclusion 



certain papers related to «>is application - — ^^^^^^^ The^of 
by facsimile transmission. The FAX numbers are (703) 30^;^242 and 3 
sihpapersmust conform with thenou^^^^^^^ „OTE: If 

(November 16. 1993) and HSI OG 94 f^^^^^' ^ stained by the applicant or 

applicant does submit a P»P=' ^^Ji^^'^Xf^l'^y^I^FAX machme is proof of delivery. NO 
^SISS^'^ 'afsSS^ofso as to avoid the processing of duphoate 

papers in the Office. 

^„,i„,uiryconcerningthiscomm«nc.ion^^^^^^^^ 
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reached at (703) 305-1998. 

William Sandals, Ph.D. 

Examiner 

April 1, 2003 
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